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DETAILED ACTION 

Claims 1-82, are (canceled). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill In the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 83 Is rejected under 35 U.S.C. 103(a) as being unpatentable over Rumph 
[U.S. Pat. 6,429,948] herein after referred to as Rumph, In view of Applicants 
Admitted Prior art herein after referred to as AAPA, In further view of Clouthler 
[U.S. Pat. 5,949,964] herein referred to as Clouthler. 

1 . Regarding Claim 83, Rumph discloses: A Print Control System adapted to 
control a digital printer [Abstract]: 

said system being adapted to route data representative of content colour to 

(a) a colour separation process, [Figure.34, Component 1714, Color 
Transformation, Col.9, Lines 58-65] and to 

(b) a half-toning process, [Figure.34; Optimized Halftone Generators, 1712, 
Col.9, lines 50-56] and to 

(c) a masking process, [Fig. 17, Steps S480-S1070, Process Masking Operator 
Col.29, lines 24-29]. 
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What Rump fails to teacli is: Having a first machine-readable ink and a second 
ink, or inks, that is/are not machine-readable at the same wavelength as said first ink, 
and said system being configured to cause said printer to print documents having both, 

(a) machine-readable pattern adapted to enable a digital pen to acquire data to 
enable its position in said pattern to be determined, and (b) human-discernable content 
that is not read by said pen in use. 

AAPR teaches this missing limitation of having a first machine-readable ink and 

a second ink, or inks, that is/are not machine-readable at the same wavelength as said 

first ink, [AARP: Paragraphs (0016-0018); Anoto substitute Black can be used as an 

invisible ink to the infrared pen reader, and process black can be used to give a high 

contrast for the pen camera], said system being configured to cause said printer to print 

documents having both [AARP: Paragraph (0015-0018)], and 

(a) machine-readable pattern adapted to enable a digital pen to acquire data to 
enable its position in said pattern to be determined, [AARP: Figure. 1, # 12, Paragraph 
(0004)] and 

(b) human-discernable content that is not read by said pen in use, [AARP, 
Human discernable content, Fig.3, #46 and #48, see Paragraph (0013),]. 

Rumph and AAPR are combinable because they are from the same field of 
endeavor namely Image Processing. At the time of the invention, it would have been 
obvious to a person of ordinary skill in the art to have further modified the combination 
of Rumph by the teachings of AAPR to include Claim (83). 

The suggestion/motivation for doing so would have been to: Provide both 
machine visible and invisible ink toner as taught by AAPR in paragraphs (0015-0018). 
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Therefore it would liave been obvious to combine Rumph with AAPR to obtain the 
invention as specified in Claim (83). 

What Rumph and AAPR fail to teach is (d) where said system is adapted to route 
data representation of a pattern so as to by-pass a half-toning process. 

Clouthier teaches this missing limitation: (d) where said system is adapted to 
route data representation of a pattern so as to by-pass a half-toning process. [Clouthier; 
Col.5, Lines 1-15; and Fig.1, # 36; Illustrates data by-passed through halftone module 

#26 via bypass to the print engine #28, col.5, lines 11-15]. 

Rumph, AAPR and Clouthier are combinable because they are from the same 
field of endeavor namely Image Processing. At the time of the invention, it would have 
been obvious to a person of ordinary skill in the art to have further modified the 
combination of Rumph, AAPR by the teachings of Clouthier to include Claim (83). 

The suggestion/motivation for doing so would have been to: Improve optimizing 
rendering, as taught by Clouthier in column 5, lines 1-17. Therefore it would have been 
obvious to combine Rumph, AAPR with Clouthier to obtain the invention as specified in 
Claim (83). 

Claim 84 is rejected under 35 U.S.C. 103(a) as being unpatentable over Rumph 
[U.S. Pat. 6,429,948], in view of AAPA, in view of Clouthier [U.S. Pat. 5,949,964], 
and in further view of IVIostafavi [U.S. Pat 5,642,444] herein referred to as 
l\/iostafavi. 
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2. Regarding Claim 84, Rump, AAPR, and Clouthier fail to teach, a control system 
according to claim 83 adapted to route data representative of a pattern so as to by-pass 
a masking process. 

Mostafavi teaches this missing limitation of: A control system according to claim 
83 adapted to route data representative of a pattern so as to by-pass a masking 
process. [Fig. 5; Element 20; and Col. 6, lines 45-50. Discuses a Control system 
including a masking means which is used to bypass image data]. 

Rump, AAPR, Clouthier and Mostafavi are combinable because they are from 
the same field of endeavor namely image processing. At the time of the invention, it 
would have been obvious to a person of ordinary skill in the art to have further modified 
the combination of Rump, AAPR, Clouthier by the teachings of Mostafavi to include 
claim (84). 

The suggestion/motivation for doing so would have been to improve image 
processing, as taught by Mostafavi in Summary of Invention Col. 2, lines 8-9. Therefore 
it would have been obvious to combine Rump, AAPR, Clouthier with Mostafavi to obtain 
the invention as specified in claim (84). 

Claims 85 and 86 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Rumpii [U.S. Pat. 6,429,948], in view of Applicants Admitted Prior art, in view of 
Cloutliier [U.S. Pat. 5,949,964] and in view of Funahashi [U.S.Pub. 2002/0036645] 
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herein referred to as Funahashi and in furtiier view of Cox [U.S. Pat. 5,140,686] 
iierein referred to as Cox. 

Regarding Claim 85, Rumph, AAPA, Cloutliier fail to disclose a control system 
according to claim 83 adapted to route data representative of content through a 
linearization process. 

Funahashi teaches this missing limitation of routing data representative of 
content through a linearization process [Fig.1 #12a, 12b, 12c; Paragraph (0040) 
Content Data Conversion Process]. 

Rumph, AAPA, Clouthier, and Funahashi and are combinable because they are 
from the same field of endeavor Image Processing. At the time of the invention, it would 
have been obvious to a person of ordinary skill in the art to have further modified the 
combination of Rumph, AAPA, Clouthier, by the teachings of Funahashi to include 
Claim (85). 

The suggestion/motivation for doing so would have been to: To allow differences 
in colors to be identified even when colors are displayed on a gray scale as taught by 
Funahashi in the Abstract. Therefore it would have been obvious to combine Rumph, 
AAPA, Clouthier, with Funahashi to obtain the invention as specified in Claim (85). 

What Rumph, AAPA, Clouthier, and Funahashi fail to teach is routing data representation 
of pattern so as to by-pass said linearization process. 
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Cox teaches this missing limitation of routing data representation of pattern so as 
to by-pass said linearization process. [Col.3, Lines 66-67 and Col.4, Lines 1-5 also see 
Fig.9, #81, Col.14, lines 9-15;Pattern Data By-pass]. 

Rumph, AARA, Clouthier, Funahashi and Cox and are combinable because they 
are from the same field of endeavor Image Processing. At the time of the invention, it 
would have been obvious to a person of ordinary skill in the art to have further modified 
the combination of Rumph, AAPA, Clouthier, and Funahashi by the teachings of Cox to 
include Claim (85). 

The suggestion/motivation for doing so would have been to: Increase speed of 
processing as taught by Cox in Abstract. Therefore it would have been obvious to 
combine Rumph, AAPA, Clouthier, and Funahashi with Cox to obtain the invention as 
specified in Claim (85). 

3. Regarding claim 86, Cox teaches A control system according to claim 83 
adapted to route data representative of pattern so as to by-pass a masking process 
[Fig.9, #81] and adapted to route data representation of pattern so as to by-pass said 
linearization process. [Fig.9, #81 Fig.9, #81, Col.14, lines 9-15;Pattern Data By-pass 
around LUT, which are a form of Linearization]. 

Funahashi further discloses routing data representative of content through a 
linearization process, [Fig.1 #12a, 12b, 12c; Content Data Color Correction, Paragraph 
(0040)]. 
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Claim 87 is rejected under 35 U.S.C. 103(a) as being unpatentable over Neison 
[U.S. Pat. 6,132,0234] herein referred to as Nelson, in view of Applicants Admitted 
Prior Art, in view of Clouthier [U.S. Pat. 5,949,964]. 

4. Regarding Claim 87, Nelson discloses: A method of printing documents having 
printed thereupon both: [Fig.1, Printer; Col.6, Lines 10-11] 

The method comprising digitally printing the content and pattern onto the 
document using the same digital printer, [Abstract], 

the printer having a first ink which is not machine-readable at a particular 
wavelength of electromagnetic radiation and a second ink that is machine-readable at 
the said particular wavelength, [Claim 1: Visible and Invisible inks printed], and printing 
the content with the first ink [Human visible] and not the second ink [Claim. 1 , A means 
for printing visible content using visible ink], at least where said content overlies said 
pattern, and printing the pattern using the second ink. [Abstract; Using ink that is visible 
to the sensor printing a fill pattern]. 

[Note: Examiner understands machine readable ink to be referring to the scanning pen 
device, and is not human visible]. 

What Nelson fails to teach is (a) Machine-readable position-determining pattern 
adapted to enable a machine reader to determine its position in a pattern space, and 
(b) Human-discernable content adapted not to be read by said machine reader. 

AAPR teaches this limitation of; (a) Machine-readable position-determining 
pattern adapted to enable a machine reader to determine its position in a pattern space, 
[Fig.1, #12, Paragraph (0004)] and 
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(b) Human-discernable content adapted not to be read by said macliine reader 
[AAPA of record Fig.3; # 46, 48; Paragraph (0013)]. 

Nelson and AAPA and are combinable because they are from the same field of 
endeavor Image Processing. At the time of the invention, it would have been obvious to 
a person of ordinary skill in the art to have further modified the combination of Nelson by 
the teachings of AAPA to include Claim (87). 

The suggestion/motivation for doing so would have been to: Provide both 
machine visible and invisible ink toner as taught by AAPR in paragraphs (0015-0018). 
Therefore it would have been obvious to combine Nelson with AAPA to obtain the 
invention as specified in Claim (87). 

What Nelson and AAPA fail to disclose is wherein data representative of content 
is half-toned and wherein data representation of pattern bypasses a half-toning process. 

Clouthier teaches this missing limitation: Wherein data representative of content 
is half-toned [Clouthier: Fig.1, #26; Halftoning; Col.4, lines 60-63] and wherein data 
representation of pattern bypasses a half-toning process. [Fig.1, # 36; Col. 5, Lines 1-15; 
Illustrates data by-passed through halftone module #26 via bypass to the print engine 
28]. 

Nelson, AAPA and Clouthier are combinable because they are from the same 
field of endeavor Namely Image Processing. At the time of the invention, it would have 
been obvious to a person of ordinary skill in the art to have further modified the 
combination of Nelson, AAPA by the teachings of Clouthier to include Claim (87). 



Application/Control Number: 10/571,014 Page 10 

Art Unit: 2625 

The suggestion/motivation for doing so would liave been to: Provide an improved 
metliod and apparatus for halftoning of images, as taught by Clouthier in column 2, lines 
21-23. Therefore it would have been obvious to combine Nelson, AAPA with Clouthier 
to obtain the invention as specified in Claim (87). 

Claim 88 is rejected under 35 U.S.C. 103(a) as being unpatentable over Nelson 
[U.S. Pat. 6,132,0234], In view of Applicants Admitted Prior Art, in view of 
Clouthier [U.S. Pat. 5,949,964] and In further view of Rump[U.S.Pat. 6,429,948]. 

5. Regarding Claim 88, Nelson, AAPA and Clouthier fail to disclose a method 
according to claim 87 wherein data representative of content is operated upon by a 
masking process, and data representation of pattern bypasses a masking process. 

Rump teaches this missing limitation of a method according to claim 87 wherein 
data representative of content is operated upon by a masking process [Rump; Col. 34; 
Lines 47-62; Fig. 24; S1070-S1710] and data representation of pattern bypasses a 
masking process. [Rump; Col.34; Lines 47-62; Fig.24; S1070- S1720]. 

Nelson, AAPA, Clouthier and Rump are combinable because they are from the 
same field of endeavor. Image Processing. At the time of the invention, it would have 
been obvious to a person of ordinary skill in the art to have further modified the 
combination of Nelson, AAPA, and Clouthier by the teachings of Rump to include Claim 
(88). 
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The suggestion/motivation for doing so would have been to: Provide an 
optimized printing system as taught by Rump in the Abstract.. Therefore it would have 
been obvious to combine Nelson, AAPA, Clouthier with Rump to obtain the invention as 
specified in Claim (88). 

Claim 89, 90, and 91 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Applicants Admitted Prior Art [AAPA], in view of Nelson [U.S. Pat. 6,132,0234], in 
further view of Runnph [U.S. Pat. 6,429,948]. 

6. Regarding Claim 89, AAPA discloses a method of printing on demand a page or 
other article with both a machine-readable position-determining pattern readable at a 
specific, optionally non-visible, wavelength [Fig.1], and a method comprising having 
content data and pattem data [Fig.3]. 

What AAPA fails to teach is human-discernable content using a single digital 
printer responsive to a print command from a user's processor. 

Nelson teaches this missing limitation of human-discernable content [Col.3, lines 
26-29] using a single digital printer responsive to a print command from a user's 
processor [Col.7, lines 21-25]. AAPA and Nelson are combinable because they are 
from the same field of endeavor. Image Processing. At the time of the invention, it would 
have been obvious to a person of ordinary skill in the art to have further modified the 
combination of AAPA, by the teachings of Nelson to include Claim (89). 
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The suggestion/motivation for doing so would have been to: Enhance System 
performance as taught by Nelson in column 4, lines 25-27. Therefore it would have 
been obvious to combine AAPA with Nelson to obtain the invention as specified in 
Claim (89). 

What AAPA, and Nelson fail to teach is processing the content data differently 
from the pattern data during data processing performed to print the document. Rumph 
teaches this missing limitation of processing the content data differently from the pattern 
data during data processing performed to print the document. [Col.2 Lines 43-48; 
Processing page image (Content Data) such that object is optimally based]. 

AAPA, Nelson and Rumph and are combinable because they are from the same 
field of endeavor, namely Image Processing. At the time of the invention, it would have 
been obvious to a person of ordinary skill in the art to have further modified the 
combination of AAPA, Nelson by the teachings of Rumph to include Claim (89). 

The suggestion/motivation for doing so would have been to: Provide an 
optimized printing system as taught by Rump in the Abstract. Therefore it would have 
been obvious to combine Nelson, AAPA, Clouthier with Rump to obtain the invention as 
specified in Claim (89). 

7. Regarding Claim 90, Rump discloses a method of printing according to claim 89 
comprising using a single digital printer responsive to a print command from a user's 
processor, and the method comprising treating the pattern as text content in a printer 
driver, [Fig.34; #1710; Col.9, Lines 43-45; Image Processing System and Print engine]. 
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Nelson further discloses printing the pattern using exclusively one ink that is 
readable by a machine at said non-visible wavelength, or exclusively using a plurality of 
inks that are readable at said non-visible wavelength. [Col.3, Lines 20 -25] 

and printing the content, at least that content which is superposed with said 
pattern, using exclusively an ink, or inks, that are not machine-readable at said non- 
visible wavelength, [Col.3, Lines 20 -25]. 

8. Regarding Claim 91 , Rumph discloses a method of printing according to claim 
89, the method comprising taking a RGB version of an image from a computer and 
isolating the pattern in its own colour plane, optionally during a colour separation 
process, content being printed with other available colour planes not including said 
pattern colour plane. [Col.33 Lines 39-44; Using RGB, and preferred color 
transformation for converting into CMYK]. 

Claim 92 is rejected under 35 U.S.C. 103(a) as being unpatentable over Applicants 
Admitted Prior Art [AAPA], in view of Nelson [U.S. Pat. 6,132,0234], in view of 
Rumph [U.S. Pat. 6,429,948], and in further view of Clouthier. 

9. Regarding Claim 92, AAPA, Nelson and Rumph fail to disclose a method 
according to claim 91 in which content colour plane data undergoes a half-toning and 
masking operation in order to determine what content, if any, is printed at each pixel of 
the printing operation, and wherein pattern colour plane data bypasses the half-toning 
operation. 
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Clouthier teaches this missing limitation in which content colour plane data 
undergoes a half-toning and masking operation in order to determine what content, if 
any, is printed at each pixel of the printing operation, [Col.5; Lines 1-14], and wherein 
pattern colour plane data bypasses the half-toning operation. [Clouthier: Col.5, lines 12- 
15, Bypassing the Halftone Module]. 

AAPA, Nelson, Rumph and Clouthier and are combinable because they are from 
the same field of endeavor, namely Image Processing. At the time of the invention, it 
would have been obvious to a person of ordinary skill in the art to have further modified 
the combination of AAPA, Nelson, and Rumph by the teachings of Clouthier to include 
Claim (92). 

The suggestion/motivation for doing so would have been to: Provide an improved 
method and apparatus for halftoning images, as taught by Clouthier in column 2, lines 
21-24. Therefore it would have been obvious to combine AAPA, Nelson, Rumph with 
Clouthier to obtain the invention as specified in Claim (92). 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

1 . Tsai [U.S. Pat 7,328,845] where a method for producing indicators and 
processing apparatus utilizing indicators is discussed. Which do not interfere with the 
human perception of reading. 
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Any inquiry concerning tliis communication or earlier communications from tlie 
examiner should be directed to David L. Suazo whose telephone number is (571) 270- 
5896. The examiner can normally be reached on Monday thru Friday 7:30-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Twyler L. Haskins can be reached on 571-272-7406. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/David L Suazo/ 
Examiner, Art Unit 2625 



/Twyler L. Haskins/ 

Supervisory Patent Examiner, Art Unit 2625 



